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Art Unit 

3625 





« The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 29 April 2005 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 7-35 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) IEI The drawing(s) filed on 22 November 2000 is/are: a)Q accepted or b)ISI objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) £3 Interview Summary (PTO-413) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 8&/2005 . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) d Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) Q Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20050823 
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DETAILED ACTION 
Response to Amendment 

The examiner is in receipt of applicants response to office action mailed 
1/31/2005, which was received 4/29/2005. Acknowledgment is made to the amendment 
to claim 27 and 35, leaving claims 1-35 as pending in the instant application. The 
examiner has carefully considered the amendments and remarks and finds them 
convincing in overcoming the rejection on the merits but was not convincing in 
overcoming the USC 101 rejection. Therefore the USC 101 rejection and the drawing 
objection are restated below and a new grounds of rejection on the merits is provided 
below: 

Drawings 

This application has been filed with informal drawings, which are acceptable for 
examination purposes only. The figures contain improper hand written text that may 
affect clarity when reproduced. 

Applicant required to submit a formal correction of the noted defect. Applicant is 
required to submit drawing corrections promptly. Drawing objections may no longer be 
held in abeyance. 

Examiner's Note 

Examiner has cited particular columns and line numbers or figures in the 
references as applied to the claims below for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
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applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 

35 USC 101 Rejection 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 27-35 are rejected under 35 U.S.C. 101 because the claimed 

invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. The phrase "technological arts" 
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has been created and used by the courts to offer another view of the term "useful arts". 
See In re Musgrave, 167 USPQ (BNA) 280 (CCPA 1970). Moreover, the courts have 
found that a claimed computer implemented process was within the "technological art" 
because the claimed invention was an operation being performed by a computer within 
a computer. See In re Toma, 197 USPQ (BNA) 852 (CCPA 1978). Finally, the Board of 
Patent Appeals and Interferences (BPAI) has recently affirmed a §101 rejection finding 
the claimed invention to be non-statutory based on a lack of technology. See Ex parte 
Bowman, 61 USPQ2d (BNA) 1669 (BdPatApp&Int 2001). 

In the present case, the method may be done by hand and placing the phrase 
"computer implemented" in the preamble does not identify which steps or steps of the 
method are being computer implemented. 

Further, for a claimed invention to be statutory, the claimed invention must be 
within the technological arts. Mere ideas in the abstract (i.e., abstract idea, law of 
nature, natural phenomena) that do not apply, involve, use, or advance the 
technological arts fail to promote the "progress of science and the useful arts" (i.e., the 
physical sciences as opposed to social sciences, for example) and therefore are found 
to be non-statutory subject matter. For a process claim to pass muster, the recited 
process must somehow apply, involve, use, or advance the technological arts. The 
phrase "technological arts" has been created and used by the courts to offer another 
view of the term "useful arts". See In re Musgrave, 167 USPQ (BNA) 280 (CCPA 1970). 
Moreover, the courts have found that a claimed computer implemented process was 
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within the "technological art" because the claimed invention was an operation being 
performed by a computer within a computer. See In re Toma, 197 USPQ (BNA) 852 
(CCPA 1 978). Finally, the Board of Patent Appeals and Interferences (BPAI) has 
recently affirmed a §101 rejection finding the claimed invention to be non-statutory 
based on a lack of technology. See Ex parte Bowman, 61 USPQ2d (BNA) 1669 
(BdPatApp&Int 2001). 

As to technological arts recited in the preamble, mere recitation in the preamble 
(i.e., intended or field of use) or mere implication of employing a machine or article of 
manufacture to perform some or all of the recited steps does not confer statutory 
subject matter to an otherwise abstract idea unless there is positive recitation in the 
claim as a whole to breathe life and meaning into the preamble. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-14,24-31,34,35 rejected under 35 U.S.C. 102(b) as being 
anticipated by Eder. 



In regards to claims 1-14,24-31,34,35, Eder discloses all the features of the 
instant claims. For instance, Eder teaches discounts based on both tables and formulas 
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(col 62) and ranking of discounts (col 62, lines 35-55, one with highest savings is ranked 
highest, see also maximizing formulations). 



Claim Rejections - 35 USC § 103 
Claims 15-23,32,33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Eder (5,615,109) in view of Abdou. 

In regards to claims 15-23,32,33, Eder teaches maximizing profits by buying 
volumes that create a discount on a variety of different items and groups, but does not 
specifically mention that a coop is being used to aggregate orders to accieve the next 
level of discount. Abdou teaches a transaction provider that aggregates orders from a 
plurality of buyers to reach savings that could not be achieved by just one buyer (see 
abstract and FIG 1 ). It would be obvious to a person having ordinary skill in the art at 
the time of the invention to include in Eder the aggregation techniques of Abdou with 
Eder, because this would reduce costs to a user while not requiring the user to 
purchase extra material that could not be efficiently utilized (col 62, lines 45-50). 



Response to Arguments 
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Applicant's arguments with respect to claims 1-35 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Mark Fadok whose telephone number is (571) 272- 
6755. The examiner can normally be reached Monday thru Thursday 8:00 AM to 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on (571) 272-7159. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 
272-3600. 

Any response to this action should be mailed to: 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, Va. 22313-1450 

or faxed to: 

(571) 273-8300 [Official communications; including 
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After Final communications labeled 
"Box AF"] 

(571) 273-6755 [Informal/Draft communications, labeled 
"PROPOSED" or "DRAFT"] 




Mark Fadok 



Primary Examiner 



